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2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Clalm(s) 1-13 and 15-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) |EI Claim(s) 1-13. 15-17 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 
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a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 
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Response to Applicant's Remarks 

Applicant's response on April 15, 2010 filed in response to the Office Action 
dated October 15, 2010 has been received and duly noted. 

In view of this response, the status of the rejections/objections of record is as 
follows: 

Status of the Claims 
Claims 1-13 and 15-17 are pending and rejected. 
Claim 14 has been cancelled. 

Applicant's Response to Restriction Requirement 

Applicant's response on March 24, 2008 filed in response to the 
Election/Restriction dated January 24, 2008 has been received and duly noted. The 
Examiner acknowledges Applicant's election of 

with traverse. Examiner properly addressed Applicant's traversal and made the 
restriction final in Non-Final Office Action dated June 5, 2008. Examiner's search of 
was limited to Applicant's election only. 



35 use §112 Rejection(s) 
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Rejection of claim 13 under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention is maintained (see previous rejection below). 

The term "metal complex" in claim 13-14 is renders the claim indefinite. The 
term "metal complex" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. There are infinite numbers of 
possibilities of metal complexes. Claim 1 recites the limitation "metal complex of 
M(Ar1Ar2)nL". 
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Applicant argues that the term "metal complex" is understood by one of ordinary 
skill in the art where reference by Shiver et al is used as support. Applicant has not 
provided the reference; therefore, Examiner cannot consider reference. The 
Specification does not provide any definition for this term. 

Applicant also argues that the metal complex end product of claim 13 is defined 
in the claim. Examiner disagrees. For example, in claim 1 , Applicant clearly defines the 
end product regarding the term "metal complex" where metal complex is of Formula 
M(Ar1 Ar2)nL and compound of Formula I is labeled as compound of Formula I - see 
below: 

_ g o^pridag tili® st«^ Cffisgaajtiag 8 ee-mpssisd &f Sjimiila (I) with 

* m ^ 

wke*em A?* aad Ar* seb e&cts iRdspe^idcndy an opijosiaiiy swbsJiMed 
aryj m hetemsjyl; h^*ki fomss ai least ow citrboa-M bsjr>d by rBftotjoij af M wjtli a 
fi;a!%^OJ!i of Af ■ -Ai^; L ia a e^^npouisd of &ms«iia Aj~'*At^ whkli fsjssns at least one 
cs^n«M bestd by neafiSicsis tjf M with a castsanioa themeof, M is Mdiwsn, rkedsam, 
plsfeyijs or isalsdiami Hal ss s haiegen; and n is,a osjasbsr &om t-HSiB hsvfe^ a 
vaius jiece«sary to sats sfy sise vslesey of meiial M, 

In claim 13, a "metal complex" is described. What metal complex? Does 
Applicant intend for the metal complex to be Formula M(Ar1 Ar2)nL as described in 
claim 1. 
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1 3. {Oujfestiy ammds*^) A rseihsd sf fomitfiig am^aS e<a:spj.^ 

^ s first gJ$p of reafctssg. a ijeqsp««ifsd «f fotmuk MCKsi),^, wssh * 

^ m » 

and 

njs <s nsimbe"^ i , s rdt i >->t^t limn 1 [J3 jf2, n &rn. n e^ch ^avjr g a \*Lbs 

whtsrjtp the twit Mxi 11^ -Uf^s t ^ jr^tt )^jt5«J in u ie poi pro;:ss 

In chemistry, a metal complex, is a structure consisting of a central atom or ion 
(usually metallic), bonded to a surrounding array of molecules or anions (ligands, 
complexing agents) - lUPAC 1994, 66, 1077. According to this definition, regarding the 
term "metal complex" in claim 13, Examiner could interpret this definition to be: Formula 
I, Formula M(Ar1Ar2)nL or M(Hal)m. 



The 1 1 2-1 ^' rejection of claims 1 -1 3 and 1 5-1 7 regarding the scope of 
enablement for "Arl , Ar2, L" not being enabled for all aryl and heteroaryl compounds in 
complexes claimed and not being enabled for forming complexes involving all "M" 
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(metals as claimed). These rejections have not been overcome in view of Applicants 
arguments. As described in previous Non-Final Office Action, Arl , Ar2 and L are not 
enabled to be all aryl and heteroaryl compounds. 

Applicant arguments that the instant application is enabled for Arl and Ar2 are 
enabled for all claimed heteroaryl and aryl moiety. Examiner respectfully disagrees. 

Due to lack of definitions in the Specification for the terms heteroaryl and aryl, the 
Examiner has to use the broadest reasonable interpret of those terms. As 
communicated in Final Rejection dated 1/30/09: 

Tlie 1 1 2-1** rqecttOTi of dasms 1-4 an4 6-17 :regardfn§ ^he scope of enablement 
far , At2, I arid 'mm ^ been ovarcsDme m view of AppJicantiS argum^ts. As 
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fk^tnr^t^^ *o . t<\sf* NiJ -F!-<a O^^^Kt A'ti-jn h' A " ^ ••0 L 'r\^ S\5 ^ i> no tnal to 

ApsEicarsts have ^j-^ued that this term *?)rvl ai<l he^eroaryl" are 

tt,*^$ 0*' porv9^n «g c ~ \^ co r.cnt -ni . \-.t . r a3iv€ bccaucMu the- c f 
inconsistent and drffersf-g jses of Ihe woro 'ary and r^e^aoaryr m the al. Tne v ds y 

"Cond-0nssd Chernjc^^ Diclfonsrv" spates Itist IhB ?©r!Ts hsterosryl rnsans ~ 
des^ )ff'sr a (I c o^eo 's^i^ uf us^ual^v eif ei ^ s> nif-rrtbe's, v.nid one ex 
more 01 tne atoms u^e rsng is replaced ws^h susf or nstroget": (see page £^6 ^ tne terr 

Off Hetemeydtc wm the term hetamar^l), T!ie wsde^y used tottjoofc "Orsanfe Ghemislry" 
&y F&ss^>iidi&?? says psgs 451 th^k ihB casfmpoyrtds fmust SEt^ftistliC but Itist sny itrtd 

Chemistry" by S&^lfvw'awon page 1061 defines "heterocydes*' as both s^omstsc and 
nonarosTsal^c It further ImpNes Ihst iilie nitnsgsnf oxygen asid sulijif estoJTss are coni'ssTfonly 
meant and that any ring falls msim the rybte of the wrdi. A similar ratk)nale can be 

for Ihe term '^aryr. 

The BoaPd of Pafenl Appeals and Interferences held, and th^ court affirmed .^r? m 
Hawkins 179 USPQ 4S1 mat -"i nmy^t also noted that the claim tf*?^Yi^iol<^y Is m 
broad that It does not even mquim tml the het^srocyefic gitjup contain a caiten atom. 
H0terocyt;i:ic ring syst^ffis containing phosphonis, bo^n^ siitaon sncf other elerntnts Irs 
addition to nitrogen and oxygen wtthoyt m Indysbn of Garbon atotm ar^ wei-known 
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m4 coyy not bB mpmm to pnodue© oompoynd^ h^vlr^ pf^p^rtfes h^elri 
dasm«d," Appllcarst is daady net enablad for the M soope of Ihe i^itbs *isi^i and 

Adtiiiionaffy, .Applicant has mi provkted sufUcient gufclaj^ce 'm the Expaime^tii 
forom of ordinary m tftd art to lak« any ar>l anc^'or h#leroafyl gmup and Inc^^pofats st 
i;nto Appiicanrs inversUon. As staled to pravlous Actic^i, App^^cant has only pfovlded: 
gyteioe where Afl-Ar2 are phany^-pyrsdinyJ, in regards to AppNeant*s recfuest for 
darilicayon, E^smsner means that Appiicant is enabied for Arl , Ar2 and L being 
pyridinyS and phertyf, M being fr an«l not enabled whan Ar1, Ar2 and L are diffar€*'st.. For 
axampie, Applicant has not provided guidance when IAr1-Ar2)n« where n-3 to be 
o'-p-v r'^e- V I. hP! >i pv"^ d L^ntiry vt d 

Applicant lias provided a few metal complexes were heteroaryl and aryl moieties 
are outside what Applicant is enabled; however, these few examples does overcome 
Applicant's lack of enablement for all claimed heteroaryl and aryl moieties. Additionally, 
Examiner acknowledges Applicant's election of the following: 

lr(ppy)s M tlie tmul complex of formula MCAf^r^y.; phmyi pymlim m 
bjstaii^^ lipM L; mi, IkippyhClh the mmp&m^ of V&mmh % mth tavme. 

Examiner's search reflects Applicant's election and prior art has been applied reflecting 
the elected group. 

As previously communicated, Applicant is not enabled for metal complexes 
where M=rhodium, platinum or palladium with the full scope of the Ar1-Ar2 and L 
moieties claimed. According to the Specification, Applicant has only provided guidance 
to make claimed complexes where M=lr, Ar1-Ar2 =phenyl-pyridinyl where phenyl and 
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pyridinyl has very few substituents. Due to the lack of guidance, it would present an 
undue burden to an artisan of ordinary skill of the art to execute claimed invention. 

The scope of enablement for n=3 has been overcome in view of Applicant 
amending n to only being 1 and 2. 

Claim Rejections - 35 USC § 102 

Claims 1, 2, 5, 8, 10-15 and 17 rejected under 35 U.S.C. 102 (a) and (e) as being 
anticipated by Tsuboyama et al (EP 1,239,526 A1) (PTO-1449); 

rejected under 35 U.S.C. 102 (e) as being anticipated by Kamatani et al (EP 
1,349,435 Al) (PTO-1449); 

rejected under 35 U.S.C. 102 (b) as being anticipated by Lamansky et al (Inorg. 
Chem. 2001, 40, 1704-1711) (PTO-1449) and 

rejected under 35 U.S.C. 102 (b) as being anticipated by anticipated by 
Lamansky et al (WO 02/15645 Al) (PTO-1449) have all been withdrawn. 

Claim Rejections - 35 USC § 103 

Rejections of claims 1-5 and 8-17 under 35 U.S.C. 103(a) as being unpatentable 
over Kamatani (EP 1 ,349,435) and claims 1-17 under 35 U.S.C. 1 03(a) as being 
unpatentable over Lamansky et al (WO 02/15645 Al) (PTO-1449) are maintained. 

Applicant argues that it would not have been obvious for one of ordinary skill in 
the art to decrease the number of synthetic steps and interchange solvents and bases 
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in order to achieve claimed methods. Examiner respectfully disagrees with Applicant's 
assertion. 

The adjustment of particular conventional working conditions (e.g. determining 
result effective amounts of the ingredients beneficially taught by the cited references), 
as well as adjustment of reaction temperature, reaction time and use of solvents, 
rearranging steps in a reaction sequence, is deemed merely a matter of judicious 
selection and routine optimization which is well within the purview of the skilled artisan 
{In re Mostovych, Weber, Mitchell and Aulbach, 144 USPQ 38). Accordingly, these 
types of modifications would have been well within the purview of the skilled artisan and 
no more than an effort to optimize results. 

It is well within the purview of the skilled artisan in the relevant art to reduce 
steps in order to achieve the desired product faster and in higher yields. 

Dorwald clearly states that in the design of a molecule, a synthetic chemist would 
need to analysize "the shortest synthetic strategies which are most likely to give rapid 
access to the target compound, ideally in high yield and purity" - see page 2 under 1 .2 
Synthesis Design. 

Dorwald does not mention the specific metal complexes as claimed, but 
Examiner maintains that an artisan of ordinary skill, in this case, an organic chemist, 
would be motivated to take the prior art of record and reduce the steps in order to 
achieve the final product for improved efficiency. Improved synthetic efficiency can lead 
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to lower financial costs due to, for example, less solvents used, less undesired side 
products made, less man hours, etc. which is also more environmentally friendly. 

The key to supporting any rejection under 35 U.S.C. 103 is the clear articulation 
of the reason(s) why the claimed invention would have been obvious. The Supreme 
Court in KSR noted that the analysis supporting a rejection under 35 U.S.C. 103 should 
be made explicit. The Court quoting In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 1329, 
1336 (Fed. Cir. 2006), stated that "[Rjejections on obviousness cannot be sustained by 
mere conclusory statements; instead, there must be some articulated reasoning with 
some rational underpinning to support the legal conclusion of obviousness.'" KSR, 550 

U.S. at , 82 USPQ2d at 1396. Exemplary rationales that may support a conclusion of 

obviousness include: 

(A) Combining prior art elements according to known methods to yield 

predictable results; 

(B) Simple substitution of one known element for another to obtain predictable 

results; 

(C) Use of known technique to improve similar devices (methods, or products) 

in the same way; 

(D) Applying a known technique to a known device (method, or product) ready for 

improvement to yield predictable results; 

(E) "Obvious to try" - choosing from a finite number of identified, predictable 

solutions, with a reasonable expectation of success; 
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(F) Known work in one field of endeavor may prompt variations of it for use in 

either the same field or a different one based on design incentives or other 
market forces if the variations are predictable to one of ordinary skill in the art; 

(G) Some teaching, suggestion, or motivation in the prior art that would have led one 

of ordinary skill to modify the prior art reference or to combine prior art reference 
teachings to arrive at the claimed invention. See MPEP § 2143 for a discussion 
of the rationales listed above along with examples illustrating how the cited 
rationales may be used to support a finding of obviousness. See also MPEP § 
2144- §2144.09 for additional guidance regarding support for obviousness 
determinations. 

The aforementioned reasons above describe rationales that support a conclusion 
of obviousness based upon the KSR International Co. v. Teleflex Inc. decision. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Conclusion 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Mabry, PhD whose telephone number is (571) 
270-1967. The examiner can normally be reached on M-F from 9am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
primary examiner can be reached at (571 ) 272-0684, first, or the Examiner's supervisor, 
Janet Andres, PhD, can be reached at (571) 272-0867. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

/John Mabry/ 
Examiner 
Art Unit 1625 

/Rita J. Desai/ 
Primary Examiner, Art Unit 1625 



